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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-2, 4-5, and 7-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Joachimi etal. (US 2003/0130381). 

Regarding claims 1-2: Joachimi et al. teaches a laser wcldablc composition fl] 1, 26-31) 
comprising polybutylene terephthalate [instant claim 2] fl| 42, 47-48, 50-51, 53, 102), a 
polycarbonate fl[ 54), an elastomer fl| 32-34, 115, 125-128), and a plasticizer fl| 117, 124). 

Regarding claims 4-5: Joachimi et al. teaches dioctyl phthalate {phthalic acid dioctyl 
ester} fl| 124), which has an index of refraction of 1.49 [instant claim 5]. 

Regarding claims 7-8: Joachimi et al. teaches a glassy filler [instant claim 7-8] flf 109- 

11). 

Regarding claim 9: Joachimi et al. teaches a nucleating agent (]f 115, 117, 122). 

Regarding claims 10-11: Joachimi et al. teaches transmission tests of injected molded 
[instant claim 11] parts using 800-1200 nm light fl[ 138-141, 147, 151, 154). 

The Office realizes that all the claimed effects or physical properties are not positively 
stated by the reference. However, the reference teaches all of the claimed reagents. Therefore, 
the claimed effects and physical properties, i.e. a fluctuation range of light transmittance is not 
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more than 10%, would inherently be achieved by a composition with all the claimed ingredients. 
If it is the applicants' position that this would not be the case: (1) evidence would need to be 
presented to support applicant's position; and (2) it would be the Office's position that the 
application contains inadequate disclosure that there is no teaching as to how to obtain the 
claimed properties and effects with only the claimed ingredients. 

Regarding claims 12-13: Joachimi et al. teaches laser welding of a molded product and 
counterpart [instant claim 12] flf 1, 24-25, 139-149, 155-161), wherein the first molded product is 
in contact with the laser beam {laser transparent} and the counterpart is located on the receiving 
side [instant claim 13] (*[] 160-161, tables 5 and 6). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S. C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Joachimi et al. 
(US 2003/0130381), as applied to claim 1 above, in further view of Houston et al. (US 
2002/0190408), when taken with Haider et al. J. Appl. Polym. Set, 1990, 39, 1251. 

Regarding claim 3: Joachimi et al. teaches the basic claimed composition [as set forth 
above with respect to claim 1]. 

Joachimi et al. does not teach an elastomer with a refractive index of 1 .52 to 1 .59. 
However, Houston et al. teaches the refractive index of an elastomer should be chosen to 
produce an iso-refractive system between the two phases present in order to minimize light 
scattering fl| 54). Joachimi et al. and Houston et al. are combinable because they are concerned 
with a similar technical difficulty, namely the preparation of plasticized thermoplastic-elastomer 
moldings (]j 1, 52). At the time of invention a person of ordinary skill in the art would have 
found it obvious to have combined elastomers with a refractive index of 1 .52-1 .59, as taught by 
Houston et al. in the invention of Joachimi et al., and would have been motivated to do so since 
Houston et al. suggests that matching the refractive indexes of the phases {elastomeric and 
thermoplastic} provides materials with reduced light scattering (]] 54), and is an equivalent 
alternative means of providing a plasticized thermoplastic-elastomer molding material for laser 
welding. 

Haider et al. provides evidence for the refractive index of PBT/PC blends { 1 .43- 1 .66} 
(pg. 1255, Table II). 



Application/Control Number: 10/574,574 
Art Unit: 1796 



Page 5 



Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Joachimi et al. 
(US 2003/0130381), as applied to claim 1 above, in further view of Uno et al. (US 
2002/0188073). 

Regarding claim 6: Joachimi et al. teaches the basic claimed composition [as set forth 
above with respect to claim 1]. 

Joachimi et al. does not teach composition comprising 1-50 parts by weight of elastomer, 
5-100 parts by weight polycarbonate, and 1-10 parts by weight plasticizer (based on 100 parts 
PBT}. However, Uno et al. teaches a polyester molding composition comprising 30 to 95 parts 
by weight PBT, 1-30 parts by weight of elastomer, 1-30 parts by weight polycarbonate {total is 
100 parts by weight}, and 0. 1-5 parts by weight silicone oil [plasticizer] {based on total of resin} 
(Tf 1-2, 11-15). Joachimi et al. and Uno et al. are combinable because they are concerned with a 
similar technical difficulty, namely the preparation of PBT/PC/elastomer moldings. At the time 
of invention a person of ordinary skill in the art would have found it obvious to have combined 
the ratios of PC/elastomer/plasticizer, as taught by Uno et al. in the invention of Joachimi et al, 
and would have been motivated to do so since Uno et al. suggests that such PBT/PC/elastomer 
resin compositions provide moldings having excellent mechanical strength and chemical 
resistance flf 1-2, and 1 1), and is an equivalent alternative means of providing a plasticized 
PBT/PC/elastomer molding material for laser welding. 

The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. See attached form PTO-892. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL PEPITONE whose telephone number is (571)270- 
3299. The examiner can normally be reached on M-F, 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo/ MFP 
Supervisory Patent Examiner, Art Unit 1796 6-March-08 
13-Mar-08 



